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Real Party in Interest . 

The real party in interest is inventor Inventures, LLC, a Michigan limited liability 



9 corporation, by virtue of assignment. 
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II. Related Appeals and Interferences . 

There are no related appeals or interferences. 
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2 III. 
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§ appeal. Claims 9 and 15 have been deemed allowable by the Examiner. 
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Status of Claims . 

Claims 1-16 are pending in this application, with claims 1-8, 10-14 and 16£§eing under 



CO 



z 

DC 
D_ 
CO 

X 
O 

QC 
O 



CC 



IV. Status of the Amendments . 

An after-final amendment has been filed subsequent to the final rejection made in the Office 
Action Summary dated October 22, 2002, correcting a typographical error in the specification. 
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Summary of the Invention . 

This invention improves upon the prior art by providing a chart recorder which uses the 

chart itself for programming purposes, thereby obviating the need for additional keypads and/or 
04/01/2003 dftGUYEN 00000032 071180 09900787 
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S displays. Although the invention is described in terms of a circular chart recorder, the concept is 

CO 

I not limited in this regard, and may apply to strip-chart recorders, plotters, printers, and other pieces 
8 

jg of equipment wherein the position of a marker and/or paper or other substrate is known or 

o 

1 determinable (Specification, page 2, lines 12-17). 
z 

| Broadly, using a circular chart recorder as an example, a chart is provided having indicia 

2 printed in predetermined locations on the chart, such indicia having to do with the programming of 
< the recorder (Specification, page 2, lines 18-20). By placing this chart onto the recorder, and by 

CD 

| moving the pen to select among the available options, the unit is automatically programmed in 
£ accordance with the selections, without the need for controls other than those used for pen and/or 

o 

ui chart movement (Specification, page 2, line 20 to page 3, line 2). Another advantage of the 

w invention is that the chart is produced in confirmation of the settings, thereby leaving a user or 
z 

I operator with a printed record of the way in which the chart was programmed. A programming log 

Q 

| may also be stored, preferably in a non-volatile memory such as an EE-PROM, and printed out for 

Q 

g verification or archival purposes (Specification, page 3, lines 2-6). 

9 In the preferred embodiment, a chart is provided having a comprehensive list of certain 

1 options imprinted thereon, whereby the user moves the pen so as to strike out those options which 

CO 

. the user does not choose, thereby leaving the options which are undesirable (Specification, page 3, 

2 lines 7-10). Alternatively, however, the pen may be used to select desired options, as to 

% 

g underlining, for example, without affecting undesired options (Specification, page 3, lines 10-11). 

t 

% Although a chart which moves into two directions is desirable, such a feature is not 

z 



« necessary to the invention, since unidirectional chart movement in conjunction with pen movement 



tu 

z may be used to access any appropriate portion of the chart for programming purposes. Although a 

< 

!j specialized chart is preferably provided for programming, each chart actually used may also have 
z 

£ programming indicia imprinted thereon, preferably using a lighter shade that does not interfere with 

CO 

§ scale markings. An overlay or encoded matrix may also be used (Specification, page 3, lines 12- 

cc 

° 18). In any case, since the position of the chart is known due to the spatial alignment with the start 
5 position, and the position of the marker is always known, selection of the programming features is 

Q 

g unambiguous according to the invention (Specification, page 3, lines 18-21). 



Serial No. 09/900,787 - Page 3 



O 
O 

8 

5 VI. Issues . 

6 As set forth in the Office Action Summary having a mailing date of October 22, 2002, there 

CO 

I are two issues in this appeal, namely: 

o 

I 1. Are claims 1-8 and 11-14 anticipated by Levine (U.S. Patent No. 5,978,000) under 

0 35 U.S.C. § 102(b)? 
o 

5 2. Are claims 10 and 16 unpatentable over Levine ('000) in view of Ishiguro (U.S. 

1 Patent No. 4,836,742), and further in view of Watanabe (U.S. Patent No. 4,025,838) under 35 

o 

| U.S.C. §103(a)? 
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VIL Grouping of Claims . 

^ Appellants believe the following groups of claims represent patentably distinct subject 

z 

^ matter warranting independent consideration by the Board: 

D 

| Group I: Claims 1-8 and 10, wherein claims 2-8 and 10 stand or fall with claim 1; and 

§ Group II: Claims 11-14 and 16, wherein claims 12-14 and 16 stand or fall with claim 11. 
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| VIII. Argument . 
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Group I; Claims 1-8 and 10, Wherein Claims 2-8 and 10 Stand or Fall with Claim 1 . 

Claim 1 stands rejected under 35 U.S.C. §102(b) over Levine (U.S. Patent No. 5,978,000 



h the same inventor). Claim 1, a method claim, includes the steps of "providing a surface including 

o 

z options relating to the programming of the instrument" With respect to this limitation, the 

o 

£ Examiner refers to Figure 1, reference numerals 102, 106 and 110, which are simply the chart itself 

< with intersecting lines printed thereon. These have nothing to do with the programming of the 

1 instrument, but rather, something at the instrument, once programmed, overwrites. Anticipation is 

CC 

co precluded for this reason alone, 
i 

| Claim 1 additionally includes the limitation of "storing information relating to the location 

| of surface positions accessible by the marking implement." To address this limitation, the 

GC 

q- Examiner points to Figure 2, and the specification at column 3, lines 41-65. However, Figure 2 is a 

oc 

2 block diagram, and column 3, lines 41-65 discusses the hardware. Pointing to particular structural 
elements, even if they could perform a particular function, falls short of anticipating a method step. 
It is well settled that, in order to anticipate, the reference must show each and every element of an 
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S invention as claimed. RCA Corp. v. Applied Digital Data Systems , 730 F.2d 1440, 1444, 221 

CO 

I USPQ 385, 388 (Fed. Cir. 1984). In this case, a "microprocessor" or other electronic circuit by 

o 

§ itself does not "disclose" any method step(s) in particular, 

o 

I Claim 1 further includes a limitation of "moving at least a marking implement relative to the 

z 

1 visual options for selection purposes." Again, the Examiner points to certain hardware which, 

2 presumably, the Examiner assumes could perform the stated function, also citing column 2, lines 

1 60-67 which discuss the way in which, according to the '000 patent, an operator may move a pen to 
o 

1 write set points onto the chart paper. Thus, a marking implement is not moved relative to visible 

gc 

o- options for selection purposes, since the visual options are not yet there. 

o 

ui Finally, claim 1 includes the limitation of "programming the instrument by correlating the 

CO 

% position of the implement during the movement thereof to determine the options selected." Here, 
z 

% the Examiner points to column 1, lines 55-67 which discusses only the fact that set points may be 

Q 

| programmed into a chart recorder and made visible on the chart recorder paper. Again, this has 

Q 

g nothing to do with selecting existing options, but rather, involves a technique whereby 

3 predetermined set points are made visible. For all of the reasons set forth above, claim 1 of the 
| instant invention clearly distinguishes over the '000 patent. 

CO 
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i 9 Group II: Claims 11-14 and 16, Wherein Claims 12-14 and 16 Stand or Fall with 
| Claim 11, 

% Claim 11 is similar in scope to claim 1, but includes the limitation of "moving at least the 

z 

8 pen relative to the printed parameters so as to select certain of the parameters by marking the chart 

LU 

z with the pen." There are no "printed parameters" disclosed in the '000 patent which would be 
applicable to this claim. Anticipation is precluded for this reason alone. 



o Conclusion , 

QC 

£ From the foregoing, Appellant submits that the rejected claims are allowable over the prior 

* art. Accordingly, the claims define patentable subject matter and are in condition for allowance. 
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Respectfi 




tted, 



No. 37,424 
I, Krass, Groh, Sprinkle, 
Anderson & Citkowski, P.C. 
280 N. Old Woodward, Suite 400 
Birmingham, MI 48009 
(734)913-9300 
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z LA method of programming an instrument of the type wherein a marking implement is 

x used to mark a surface, comprising the steps of: 

| providing a surface including visible options relating to the programming of the instrument; 

< 

| storing information relating to the location of surface positions accessible by the marking 

I implement; 



o moving at least the marking implement relative to the visible options for selection purposes; 

LU . 

65 and 

z programming the instrument by correlating the position of the implement during the 

Q movement thereof to determine the options selected. 
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§ 2. The method of claim 1, wherein the step of moving at least the implement includes 

Q 

6 moving the implement in two dimensions. 
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g 3. The method of claim 2, further including the step of moving the surface relative to 

| the implement during the selection process. 

U 

z 4. The method of claim 1, wherein the instrument is a chart recorder and the surface is 

o 

£ on a chart. 
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| 5. The method of claim 4, wherein the chart is a circular chart. 
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g 6. The method of claim 1, wherein the options relate to one or more of the following: 

| date or time, 

Q - operation of an external controller, 
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a mathematical function, 
an event message, 

the function of a communications channel, or 
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S the calibration of the instrument. 
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7. The method of claim 1, further including the step of indexing the surface relative to a 
start position in conjunction with the step of storing information relating to the location of surface 
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cd positions accessible by the marking implement 
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8. The method of claim 1, wherein the options are selected by marking the surface with 
the implement. 



w 10. The method of claim 1, further including the step of marking a new surface in 



response to a user command subsequent to the programming of the instrument to obtain a record of 
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§ currently selected options. 
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§ 11. A method of programming a chart recorder having a pen to mark a chart, comprising 

9 the steps of: 

| providing a chart including printed parameters relating to the programming of the recorder; 

00 

^ placing the chart in a start position, enabling the recorder to advance to known positions on 

the chart using movements of the pen, chart, or both; 

§ moving at least the pen relative to the printed parameters so as to select certain of the 

t 

% parameters by marking the chart with the pen; and 

z 

8 programming the recorder by correlating the position of the pen relative to the chart during 

UJ 

Q 



z the selection of the parameters. 



J 12. The method of claim 11, wherein the known locations on the chart are in two 

CO 

o dimensions. 
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5 13. The method of claim 11, wherein the chart is a circular chart. 
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v 14. The method of claim 11, wherein the printed parameters relate to one or more of the 

following: 
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date or time, 

operation of an external controller, 
| a mathematical function, 

an event message, 
| the function of a communications channel, or 

the calibration of the instrument. 



16. The method of claim 9, further including the step of marking a new chart in response 
to a user command subsequent to the programming of the instrument to obtain a record of currently 
uJ selected options. 



